United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/593,035 


09/15/2006 


Ichiro Kakihara 


0216-0522PUS1 


5740 



2292 7590 11/24/2008 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



EXAMINER 



BOYKIN, TERRESSA M 



PAPER NUMBER 



1796 



NOTIFICATION DATE 



DELIVERY MODE 



11/24/2008 



ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

mailroom@bskb.com 



PTOL-90A (Rev. 04/07) 



\JI 1 1 Ot? n\* If SJtl OUffffffCff y 


Application No. 

10/593,035 


Applicant(s) 

KAKIHARA ET AL. 


Examiner 

Terressa M. Boykin 


Art Unit 

1796 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Response to Arguments 

Applicant's arguments filed 11-13-08 have been fully considered but they are not 
persuasive. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., used filters, clogged with foreign matter). Note that applicants statement that 

a 

On the other hand, the present invention relates to a method in which die used filter(s) 
fclopsi with foreign matters) is taken out from the production system and washed using 
specific cashing agents In a spedtic manner (i.e., features (ft) to (vii'i) mentioned above), thereby 
achieving feft&iietft effects (Le<, efficient cleaning of the filter while suppressing the variation of 
the tetrmnal hydroxy! group ratio of the aromatic polycarbonate produced, thereby enabling 
Stable prodiie&n of a high quality aromatic polycarbonate). " 

are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 
It is also noted that applicants claim are not directed to the crux of the specification 
wherein there is a: 
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cleaning of the filter while suppressing the variation 
of the terminal hydroxyl group ratio of the aromatic 
polycarbonate produced, thereby enabling stable produc- 
tion of a high quality aromatic polycarbonate. Such 
effects of the method of the present invention are 
quite unexpected from the prior art. 

Thus, although the prior art of record does not specifically state or is directed to the 
cleaning of the filter for a specific purpose, such purpose appears to be not necessary in 
view of the present claims since the resulting polycarbonate and characteristics thereof 
have not been stated. 

Claim Rejections - 35 USC §112 

Claims 1- 5 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

Although the applicants amendments and arguments are fully appreciated, applicants 
preamble continue to lend itself to the confusion as stated previously. 

As, if the crux of the invention is directed to the mechanical washing and 
movement of the filter and not the process of making a polycarbonate, such may be 
better expressed as an apparatus claim. However, if applicants' intention is to produce a 
novel or unobvious method for producing a polycarbonate, note that the process should 
recite the steps that lead to the production of the polycarbonate . Those positive, active 
steps and any process parameters necessitated by the specification that lead to the 
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production of the polycarbonate should "clearly set out and circumscribe a particular 
area with a reasonable degree of precision and particularity, In re Moore, 169 USPQ 
236, and make it clear what subject matter the claim encompasses, as well as make 
clear the subject matter from others would be precluded. In re Hammack 166 USPQ 
204. 

Applicants' claims as now written do not address the issue above with respect to claim 
2. As was noted, the pH as claimed in claim 2 and set forth in applicants specification 
on page 9 lines 1-10 since the terminal hydroxyl group ratio may vary greatly and thus 
cause " instability", the pH appears to be essential to the process conditions. For 
example, applicants state in claim 2 that pH of 7.5-10 is used. However, is the method 
inoperable at a pH of 7.1 which would still be basic but not within the range as set forth 
either in the specification or the claims. Clarification and correction required. 

Again, on page 7 and with respect to claim 1 line 9, in light of the preamble, there 
remains confusion with respect to mechanical movement of the filter and where the 
location of the moieties are at that time, i.e. reactants, washing agents etc. Note as that 
it is not clear where the method of washing is directed to the filter or to the reactants etc. 
The question fairly arises in light of lines 12-16 of applicants' claim 1 and in view of the 
specification on page 7 line 24 through 4. 

Although applicants' arguments with respect to the prior art is understood, since the 
above lack of clarity with regard the process remains, the previous rejection over the 
prior art will remain until further clarification has been made. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terressa M. Boykin whose telephone number is 571 
272-1069. The examiner can normally be reached on Monday-Thursday 10-5:30 Friday 
(work at home). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Terressa M. Boykin/ 

Primary Examiner, Art Unit 1796 
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